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Remarks 

Clyinis 1 -33 arc pending in Ihe application, and are subject to a Rcstrictiori requirement 
under 25 U.S.C. 121 . In a telephone call with the Examiner on 8/29/05, Applicant's 
rcprescululivc prtivisionally elected to prosecute the invention of Group I (cliiims 1-29). Tho 
Ajiplicimt hereby confirms election without traverse of Group 1 (claims 1-29) for further 
prosecution In the present application. This election is made without prejndicc, and without 
disckui ner ol" the snbjcci n uUtcr of the non-clcctcd claims. Non-clcclea claims 30-33 (Group II) 
hove been canceled. Claim 22 has been amended to correct a typogniphical cnor. 

Independent Clain) 1 (tnd depending chnms 2 and 5-7 sUind rejected under 35 USC 
1 02(b) ris being anticipated by published U.S. Patent Application No. 1 0/078,031 by Lcist el al. 
(Pub, No. 2002/0179255). Independent Claims 1, 8. 22, and 27 and dcpondcjU claims 2-7. 9-21, 
23-26, and 28-29 stand r ejected under 35 USC 103(a) a.<i being unpatentable over Leist in view 
ol" U.S. Pat. No, 6,446,<)05 to Forslantl. The Applicant respectfully traverses the rejection.<s of 
claims 1-29, 

1. CJlaiiiM U 2 and 5-7 arc Novel Over Leist el al. 

h\depcndcnt C:iaim 1 and depending claim.? 2 and 5-7 stand rejeaed imdcr 35 USC 
102(b) SIS l)cii»g anlicipated by published U.S. Patent Application No, 10/078,031 by Leist el al. 
(l*Hb. No. 20O2/OI79255). In order for a claim to be anticipated by a reference under 35 USC 
102(b), the reference mu.sl disclose every limitation recited in the claim. 

Indcpotidejtt Claim I and depending claims 2 and 5-7 each recite an "overhead garage 
door comprising a plurality of rectangular garage door sections, the sections being pivotally 
ccmniictcd together one above the other, each door .section including at least one thin-walled face 
panel and one or more pattern.*! enibofjsed in the face panel, wherein the emboss ed pattern.'! in the 
fun: ' pumk provide ihe garnge door with the simulated appearance of at least two separate, 
coopcmiins vertically-Jiuttf* doors when the garage door is in a closed position." (emphasis 
added) Lclst does nol describe such a door structure. Indeed, licist describes a sukstanlially 
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convcntiotuil seetioitnl overhead door haviitg a combined weather seal and wear insert between 
acljricenl door .s^clioiis. Ijcist docs not disclose a door comprising a plurality of door sccliom 
linviui?; Ihiivwallcd face panels with embossed patterns that cojTibine to provide iha door with tlie 
sirnulalcd appcamncc of ^/ hast two vertically-hung doors as recited in the claims. 

Tlic Hxannrun' appru cnUy finds that the rcqnircd simulated appcaranei? of the door recited 
in independent claim 1 i.s cither unclear or indefinite. The Applicant respectfully disagrees. The 
1>rc.^( nl spcci fical ion expre,c;.sly defines the plirase "vertically hung doons" as the phrase is used in 
iadcpendcui chnni 1: 

llie tcmi "vertically hunj^" as used herein refers to doors hung in a manner such 
thol <hc door$ remain vertical in botfi an open and a closed position. Often, 
authentic wooden carriage house doors are hinged along their outermost lateral 
e4gcs, or arc suspended (>n rails such that the doors slide apart horizontally to 
open. Accordingly, such doors often inctutle a vertical separation between the 
abut(ing edges of the two doors. 

(lh3, lines 12-16) l^dst docs not disclose every liniitution recited in any one of claims l,2and 
5-7, n.nd the rejection of claims U 2 and 5^7 under 35 USC 1 02(b) should be witlidrawn. 

In aildition, the Ollloe Action appears to indicate that the Bxominer believes that the 
lintih1i<«i ':whi*rem the cmhossed pattcnis in the face panels provide the garage door with the 
simuhieli appearance, of at least two separate, cooperating vertically-hung doors when the 
garaga Jryor is in a closed imiiion " is a subjective limitation, and therefore should not be given 
sub.<;mnlial patentable weighL The Applicant disagrees. The Court of Appeals for the Federal 
Circuit has conrmned that iJiventions designed to have the appearance of something else are 
properly the subject of utility patent protection: 

The fiict thai one product can be altered to make it look like another is in Itself a 
specific benefit snfticicnt to satisfy the statutory requirement of utility. It is not 
unuj^nul for a product lo be designed to appear to viewers to be something it is 
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noi. l or example, cubic /.jrconium is designed to simulate a diamond, imUation 
gold leaf is d(;sifiiio(! to imitate real yold leaf, synthetic fabrics are designed to 
simulate expensive natural fabrics, and imitation leather is designed to look like 
l oiil leather. In each case, Uic invention of the product or process that makes such 
imUation possible hoA ''utility" within the meaning of the patent statute, and 
MM\ccd tlic:rc are imnjcrous patents directed toward making one product imitate 
;in(>ihcr. See, c.g..(;.S. Pat. No. 5.762,968 (method for producing imitation grill 
inmksor. food without using heat); U.S. Pat. No. 5,899,0,38 (laminated lloorina 
un.lnlmg wood); US. Pat. No. 5,571,545 (imitation hamburger). Much of the 
vnliie ol .such products resides in the fact that they appau- to be something they 
ai'c not. 

Juicy Wiip /,ic\ V. OrangvParifiJnc,. ISSRSdat 1367-68,51 lJSPQ2d at 1703(1999). 

Because Leisf docs .not di<5cIosc anbossed patterns tlial ^Vrovidc the garage door with the 
fcinmlated appearance ofat least two sqiarale, cooperating vertically-hung doors when the garage 
loor is in a closed p(»sitlon," the reference docs not include cvej y limitation recited in any one of 
ohn'ms 1, 2 and 5-7. Accoixlingly, ihe rejection of claims 1, 2 and 5-7 under 35 IJSC 102(b) 
slwiuld he withdrawn. 



If. Claims 1-29 arc Pa tentable Over Lcist et al. fn View of Forstantl 

a,_JM. P-xa»imer haa the Burden to Establish a Ptima Facie Case of Obviousness 

Ttio lixaiiiiner ha.<! t he burden to establish a prima fade case of obviousness when 
rejecting claims under 35 U.S.C. §l03(a). Sec MPBP 2142. To establish a />n«7«/rtcte case Of 
obviousnesf5, tlirce ba.sic criteria inusl be met. Sec MPE? 2143. First, there must be some 
sufigcslioii or motivation, either In the references flicmselves or in the knowledge generally 
•fiVitiliiblc to one of ordinaiy skill in the art, to modify the reference or to combine reference 
tcaching.<j. W. Second, Ihcre must be a reasonable expectation of success. Id Finally, tlie prior 
nrl rcfcrmicc (or references when combined) must teach or suggest all the claim limitations. Id. 
The toadiing or suggestion to make the claimed combination and the reasonable expectation of 
Jiucccss must both be Ibund in the prior art. not in applicant's disclosure. Id. (citing fn re Vaeck, 
947 F.2il 48K, 20 USPQ2d 1438 (Fed. Cir. 1991)). 
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b. The Ornce Actioit Does NotSei jh'otih a Prima Fade Case of Obviousness 

Clninis l-?.9 slaiid rejected uikIct 35 U.S.C. § 103(a) as being unpatentable over Lcist et 
111. in view of U.S. Pat. No. 6.446,695 to Forslaiid. Specitkally, the O^iice^ Action .stales that 
}'V»r&laiul (.iiseloscs a muUi-panclcd garage door which simulates double <loors, and that it would 
have been obvious lo modify I.cisf, to provide the overhead doorwitli tlic appearance of the 
l<'orslan(i door.'?. Iha Ol ficc Action ftirthcr .states (hat diough Lcist docs not simulate typical 
(loons 3.S picsently <|t.sclosed, Foriiland is clearly concerned with decorative appearances. 

Independent Claim I (and each ofdepending claims 2-7) recites an overhead garage door 
that iiKliKlo? a plurality of rectangular garage door scction.s. Each door section includes at least 
one thin-walled face panel and one or more patterns embo.ssed in .the face panel. The embossed 
patterns in the (lico panels cooperate to provide the gjuagc door widi the simulated appearance of 
at lea.st two separate, cooperating vertical ly-hung doors when Uie garage door is in a closed 
posilion. Nellher !,cist nor Forsland describe an overhead door that includes door sections 
having thin-wallcd face panels including one or more embos.sctl patterns that cooperate to 
provide the door with the rotiuircd simulated appearance. Indeed, Leist describes a substantially 
convenlional meial overhead door like that clesciibed in the background section of the present 
.specification at page 1, line 1 8 lo page 2, line 22, As shown in Figure 1 of Lcist, the rcclfmgular 
ornamental imtterns on the door panels (14) of Lcist appear to be arbitrarily arranged in row« 
and cohmuLS, and do nothing to iinpiirt the appearance of anytliing other than a single, 
conventional overhead diwr. Forsland, on the other haiul, describes a single roll-up door with a 
jUural <UhM' facade likelliat described in the background section of present specification at page 
3, line 7 lo page 4, line 8. 'Hie plural-door facade of Forsland is formed by affixing wooden 
oicmbeis to the outer faces of Ihick-wallcd, non-metal door panels, and docs not achieve a plural 
iloor appearance by virlui; of any arrangement of patterns embossed in a thin-wallcd face panel 
US claimed. Ihcrofbrc, the cited reference*; fail to teach or suggest all of the claim limitations, 
In m ohvit)usncss rejection under 35 USC 1 0:Ha), the prior urt reference (or references when 
c<ymbino(0 must leach or suggest all the claim limitalions. In addition, the Office Action does 
not identify afiy leaching or .suggoslion in the references for the proposed modification. The 
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teriohitig oi-suggostioti ro make the claimed combination and the reasonable expectation of 
success must both be found in the prior art, not in applicant's disclosure. Accordingly, the Office 
Acliou docs not set forth -d prima facie case of obviousness, and iho rejection of claims 1-7 under 
35 use, 103(a) should be yvithdrawn. 

(iKlepcndcnt claim 8 (and each of depending claims 9-21) recites an overhead garage 
(loot Iiciving upper and lower sections each having an integrally-formed substantially vertical 
luoovc substantially extending between the upper and lower edges of each section. The vertical 
fjroovch- arc siJwlAntially collincar when the garage door is in the closed position, thereby 
subslimiiiilly sinmlaJinglho appearance of a vctlical separation between left and riglu portions of 
the iippur and lower scctiotis. Neidier Lcisl nor Forsland discloses upper and lower door 
section,^; having such cooperating integrally-formed substantially vertical grooves. In an 
ohvioii«nc.s.s rejection under 35 IJSC 103(a), the prior art relereiice (or references when, 
ctimbinal) nwist (each or suggest all the claim limitations. In addition, the Office Action docs 
not identify any teaching or suggestion in the references for the proposed modification to Leist. 
The teachirii; oi- suggestion to make fl\e claimed combination and the reasonable expectation of 
success must botli be found in Ihc prior art, not in applicant's disclosure. Acconlingly, the Office 
Action does not scl forth a prima facie ca.se of obviousness, and the rejection of claims 8-2 1 
under 35 USC 103(a) should be withdrawn. 

Independent claim 7.2 (and each of depending claims 23-26) rccitra an overhead garage 
door Oiflt includes on embossed pattern in a thin-walled face panel. The embossed pattern 
includes fm iniegraily-lbrmed panel portion having a substantially planar portion that includes a 
phnalityofspticcti, parallel vertical grooves. The substantially planar portion thensby 
.'uibstamially simulate!; the appearance of a tion-metal panel formetl by a plurality of assembled 
longuc-and-groove planks. Neither Leist nor Forsland discloses an embossed thin-walled door 
panel having an infcgrally-formed panel portion with a substantially planar portion, and 
jijcluiling a plurality of spaced, parallel vertical grooves. In an obviousness rejection under 35 
use U)3(a), ihit prior art reference (or referenc^5.^ when combiiicd) must teach or suggest all the 
claim litnilaiions. In additioti, the OlJice Action docs not identify any teaching or suggestion in 

\V'(;sR ni30!)f;vi 12 



PAGE 14/16' RCVD AT 1218/2005 3:22:30 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/29 ' DNIS:2738300«CSID:336 721 3660' DURATION ^m4S):0M6 



DEC-08-05 THU 03:28 PM WOMBLE CARLYLE 



FAX NO. 336 721 3660 



P. 



ihe ivlcrcncei; for the proposed modification to Lcist. The teaching or suggestion to miikc tho 
chiin«e.i combination and the reasonable expectation of success must both be found in llic prior 
art, not in sipplicant's liisclosure. Accordingly, the Office Action docs not set forth a prima facie 
ciisc of obviousness, and the rejection <»f claims 22-26 under 35 USC 1 03(a) should be 
withdiawn, 

Independent claim 27 (and each of depending claims 28 and 29) recites an overhead 
l-Virngc door having; an iulcgrally embossed pattern in a thin-walled face. The embossed paUcra 
includes au irtlet-raUy-lonncd panel portion having a rectangular frame portion bordering top, 
iKvltom: and side margins of tho miscd panel. A rcces.^cd substantially planar panel portion is 
disposctl ^viilun (Jie rectan/'ular frame portion, and iA least one intcfitally^fomicd, diagonally- 
oricnleg, .simulated suppoi l member is di.sposed within the frame portion of the panel. Neither 
I .visl por Forslanrt discloses an integrally-fonncd, diagonally-oriented, simulated (support 
member disposed within the ftimic portion of an embossed panel. Indeed, neitlicr Lclst nor 
Korslaud di.sclose a diagonal support member of any type. In an obviousness rejection under 35 
USC 103(a), the prior art rutcrence (or references when combined) must teach or suggest all the 
elaim limitations. In aildition, the Office Action does not identify any teaching or suggestion in 
the references for the proposed modilication to I-eist. The teaching or suggestion to make the 
claimed combinali(«i and the reasonable cxiwdation of .success must both be found in the prior 
ait, iiol' in applicant's disc1o.surc. Accordingly, theOfllco Action does not set forth a prima facia 
ta.'ic of obviousness, and the rejection of claims 27-29 under 35 USC 103(a) should be 
withdrawnt. 

,l'Or tliese rcasoTi.s, a prima facie case of obviousness has not been established, and the 
rejections of claims 1-29 uncler 35 USC § 103(a) should be withdrawn. 
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Conclusion 

The Applicant believes that claims 1-29 arc in condition for immediate allowance, and 
such ocliou is raspecffully rcquei>led. If any issue remains unresolved, Applicant's attorney 
welcomes a telephone call from the Examine to expedite allowance of the claims. 



Respectfully submilled. 
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